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DETAILED ACTION . 
Claim Rejections - 35 USC § 101 

1. • 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 12 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 12 recites a "software" that imparts the 
method of claim 1. However, the claim does not require that the program reside on a 
computer readable medium, or that it is actually on a computer. "Software" per se. is 
not an apparatus, method, a product or a composition of matter. Rather, a computer 
program is an intangible thing, and thus non-statutory. This type of information is 
considered "functional descriptive material" and is non-statutory per se. MPEP 
2106(IV)(B)(1)(a)) states (with emphasis added), 

"Since a computer program is merely a set of instructions capable of being executed 
by a computer, the computer program itself is not a process and Office personnel should treat 
a claim for a computer program, without the computer-readable medium needed to realize the 
computer program's functionality, as nonstatutory functional descriptive material. When a 
computer program is claimed in a process where the computer is executing the computer 
program's instructions, Office personnel should treat the claim as a process claim. See 
paragraph IV.B.2(b) t below. When a computer program is recited in conjunction with a 
physical structure, such as a computer memory, Office personnel should treat the claim as a 
product claim. See paragraph IV.B. 2(a), below." 



A computer program (or method steps performed by a computer program) IS 
statutory if it is claimed as being recorded on a "computer readable medium", or a 
"computer memory". The examiner suggests incorporating the limitations of a "computer 
readable medium into claim 12 to overcome this rejection. This will be assumed for 
examination purposes. 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.G. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 - 9, 11, and 12 rejected under 35 U.S.C. 102(b) as being anticipated by 
Elings (5,077,473). 

In regards to claim 6, An arrangement for monitoring and controlling a 
microscope, comprising: a detector unit for acquiring at least one image, at least one 
input port for a control variable (Figure 2, shows that many ports go into the scanner, 
14, those ports include control variables 24, 26, and 22 which control the positioning of 
the device), a computer system associated with the microscope (Figure 2, item 18), 
wherein the information content of the at least one image can be ascertained using the 
detector unit and the computer system (col. 7, lines 10— 37: The scanning microscope 
acquires images, which are then analyzed.); the computer system analyzes the 
information content using a specified target information content and a specified variation 
of the information content as the tolerance dimension, and determines a control variable 
therefrom (col. 8, line 54 - col. 10, line 65: The system tracks drift motion, using the 
information obtained from the image, it checks for motion within a particular tolerance 
level, and warns the user if the motion goes beyond that point.); from the analysis of the 
information content, using a predetermined target value for influencing the information 
content (col. 8, line 54 - col. 10, line 65: The system attempts to keep the image 
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stationary, by sending control signals to the actuators.); and at least one actuator 
associated with the microscope, wherein the actuator converts the control variable 
allocated to the actuator into a change in the information content of the image within a 
tolerance dimension (Figure 2, items 22, 24, and 26). 

In regards to claim 7, The arrangement as defined in claim 6, wherein a means 
for outputting a warning signal is provided, which means makes a warning signal 
available to the user if the variations in the information content lie outside the tolerance 
dimension (Col. 10, lines 20 - 65). 

In regards to claim 8, The arrangement as defined in claim 6, wherein several 
actuators are associated with the microscope, each of which receives a different control 
variable (Figure 2, items 22, 24, and 26). 

In regards to claim 9, The arrangement as defined in claim 6, wherein a switch is 
provided with which a user initiates the automatic monitoring of the microscope (col. 8, 
lines 4 - 28: The operator initiates the operation by selecting the initial image. A switch 
could constitute any means the operator uses to indicate he or she is satisfied with the 
current image.). 

In regards to claim 11, The arrangement as defined in claim 6, wherein the 
microscope is embodied as a scanning microscope (col. 7, line 11). 

In regards to claim 1, claim 1 is rejected for the same reasons as claim 7. The 
argument analogous to that presented above for claim 7 is applicable to claim 1. 

In regards to claim 2, claim 2 is rejected for the same reasons as claim 8. The 
argument analogous to that presented above for claim 8 is applicable to claim 2. 
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In regards to claim 3, claim 3 is rejected for the same reasons as claim 9. The 
argument analogous to that presented above for claim 9 is applicable to claim 3. 

In regards to claim 4, claim 4 is rejected for the same reasons as claim 9. The 
argument analogous to that presented above for claim 9 is applicable to claim 4. 

In regards to claim 5, claim 5 is rejected for the same reasons as claim 1 1 . The 
argument analogous to that presented above for claim 1 1 is applicable to claim 5. 

In regards to claim 12, claim 12 is rejected for the same reasons as claim 1. The 
argument analogous to that presented above for claim 1 is applicable to claim 12. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all- 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Elings in 
view of Tsuneta (6,570,156). 
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In regards to claim 10, Elings discloses the concept of allowing the user to turn 
on the feature. Elings also teaches (col. 7, lines 39 - 53) that the system can be 
implemented in software. It is well known to use GUIs for users to control actions on a 
computers system. A GUI was probably what Elings is referring to for the user controls 
specified throughout the patent, but as Elings does not explicitly state this a secondary 
teaching has been provided. Tsuneta teaches (Figure 2) that a GUI can be used to 
control a microscope and alert the user to problems. 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time of the invention to use a GUI for user interaction in Elings as taught by Tsuneta. A 
GUI would allow for easy to understand controls that could also communicate errors to 
the user. GUIs are familiar interfaces for most computer users and would require very 
little training in the actual use of the interface. 

Conclusion 

4 » 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

8. US Pat. 5,257,182 discloses the concept of autocorrecting focus and light in a 
microscope. 

9. US Pat. 6,801,650 discloses drift correction in a microscope 

10. US Pat. 3,971,936 discloses using convolution between images of a microscope 
to detect drift. 

11. US Pat. 7,034,296 disclose a microscope that provides alarms when variables go 
beyond a threshold. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher L. Lavin whose telephone number is 571- 

272- 7392. The examiner can normally be reached on M - F (8:30 - 5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh M. Mehta can be reached on (571) 272-7453. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




